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DETAILED ACTION 

1. This office action is responsive to communications filed 28 October 2005. 

2. Per Applicants' request,, amended claims 30, 31, 38, 39 and 68 have been entered. Claims 1- 
79 are currently pending. 

3. Claims 1-79 have been examined. 

Response to Amendment 

4. The declarations filed on 28 October 2005 under 37 CFR 1.131 have been considered but is 
ineffective to overcome the XP reference. The evidence submitted is insufficient to establish a 
reduction to practice of the invention in this country or a NAFTA or WTO member country prior 
to the effective date of the XP reference. 

5. As an initial matter, it is noted that the Munsil and Lupu declaration is ineffective to 
overcome the reference under 37 CFR 1.131 for at least the reason that it is not signed by all of the 
named inventors of the subject matter claimed. Note MPEP 715.04. However, in the interest of 
compact prosecution, the claim to reduction to practice prior to 1 June 2001 has been considered. 

6. The essential thing to be shown under 37 CFR 1.131 is priority of invention and this may be 
done by any satisfactory evidence of the fact. Any exhibit relied upon to provide such evidence 
should be specifically referred to in the declaration, in terms of what it is relied upon to show 
(emphasis added). A general allegation that the invention was completed prior to the date of the 
reference is not sufficient. Ex parte Saunders, 1883 CD. 23, 23 O.G. 1224 (Comm'r Pat. 1883). 
Similarly, a declaration by the inventor to the effect that his or her invention was conceived or 
reduced to practice prior to the reference date, without a statement of facts demonstrating the 
correctness of this conclusion (emphasis added), is insufficient to satisfy 37 CFR 1.131. An 
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accompanying exhibit need not support all claimed limitations, provided that any missing limitation 
is supported by the declaration itself. Ex parte Ovshinsky, 10 USPQ2d 1075 (Bd. Pat. App. & Inter. 
1989). The affidavit or declaration and exhibits must clearly explain which facts or data 
applicant is relying on (emphasis added) to show completion of his or her invention prior to the 
particular date. Vague and general statements in broad terms (emphasis added) about what the 
exhibits describe along with a general assertion that the exhibits describe a reduction to practice 
"amounts essentially to mere pleading, unsupported by proof or a showing of facts" and, thus, does 
not satisfy the requirements of 37 CFR 1.131(b). In re Borkowski, 505 F.2d 713, 184 USPQ 29 (CCPA 
1974). Applicant must give a clear explanation of the exhibits pointing our exactly what facts are 
established and relied on (emphasis added) by Applicant 505 R2d at 718-19, 184 USPQ at 33. 
See also In re Harry, 333 F.2d 920, 142 USPQ 164 (CCPA 1964) (Affidavit "asserts that facts exist 
but does not tell what they are or when they occurred. 55 ). 

7. Applicants assert in both the Munsil and Lupu declaration, as well as in the Morehouse and 
Phillips declaration, that computer code for carrying out the invention described and claimed in the 
instant application was included in versions of the Windows XP operating system in existence prior 
to 1 June 2001, and that "the screenshots included in the article titled "Windows XP Application 
Compatibility Technologies 5 were created by computer code that was created and used to operate 
computing devices prior to June 1, 2001, thereby establishing an actual reduction to practice of the 
invention described and claimed. . . 55 (Munsil and Lupu declaration, page 2, paragraph 8) by the 
instant application. As noted supra, proof of reduction to practice must be based on fact and 
specifically point out how the evidence relied upon supports an actual reduction to practice in 
support of the limitations of claims 1-79. Indeed, while Applicants state that "Since the computer 
code was used to create the screenshots included in the Article, it is clear that the invention was 
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actually reduced to practice prior to the date of the Article" (page 26 of the Remarks), the Examiner 
finds the use of screenshots to be neither clearly showing reduction to practice, nor is each 
screenshot specifically referred to in the declaration, in terms of what it is relied upon to show. 

8. Furthermore, as noted in MPEP 715.07, Section III, "The affidavit or declaration must state 
FACTS and produce such documentary evidence and exhibits in support thereof as are available to 
show conception and completion of invention in this country or in a NAFTA or WTO member 
country. . of which the declarations do not adequately show. 

9. Finally, as further noted in MPEP 715.07, Section III, "In general, proof of actual reduction 
to practice requires a showing that the apparatus actually existed and worked for its intended 
purposes/' The reliance upon screenshots to prove actual reduction to practice is insufficient in that 
screenshots do not show that the claimed invention actually existed and worked for its intended 
purpose. 

10. As such, Applicants' assertion of actual reduction to practice is considered to amount largely 
to vague and general statements unsupported by proof or a showing of facts, and thus, do not satisfy 
the requirements of 37 CFR 1.131(b). 

Requirement for Information 

11. Applicant and the assignee of this application are required under 37 CFR 1.105 to provide 
the following information that the Examiner has determined is reasonably necessary to the 
examination of this application. 

12. An issue of public use or on sale activity has been raised in this application. In order for the 
Examiner to properly consider patentability of the claimed invention under 35 U.S.C. 102(b), 
additional information regarding this issue is required as follows: The Examiner notes that the 
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Munsil and Lupu declaration mentions "computer code for carrying out the invention described 
and claimed (emphasis added) in the above-identified patent application was created and used to 
operate computer devices (emphasis added) prior to June 1, 2001." (Page 1, paragraph 3). Further, 
page 1, paragraph 5 also states that the "Computer code for carrying out the invention described 
and claimed (emphasis added) in the above-identified patent application was included in versions 
of the Windows XP operating system in existence (emphasis added) prior to June 1, 2001." The 
wording of these statements leads the Examiner to consider the possibility that certain versions of 
Windows XP capable of carrying out the invention described and claimed may have been fully 
developed and in public use or on sale more prior to 1 June 2001. Consequently, Applicant is 
required to provide information as to whether any version of Windows XP operating system 
containing the features claimed in the instant invention was on sale or in public use prior to March 
1, 2001 (one year prior to the filing date of the instant invention). This information is necessary in 
order for the examiner to determine patentability of instant claims under 35 USC 102(b). 
13. Additionally, the Morehouse declaration notes that the "Windows XP Application 
Compatibility Technologies" article "describes technologies disclosed to me by others (emphasis 
added) at Microsoft Corporation." (Page 1, paragraph 2). The fact that the Morehouse declaration 
does not disclose who these "others" are leads the Examiner to consider the possibility of a rejection 
under 35 U.S.C. § 102(f). Morehouse does not state that the technologies disclosed to him were 
disclosed by all of the named inventors of the instant application, and exposes the possibility of 
inventors other than those named in the application, for the technology described in the article, and 
thus for the invention claimed in the instant application. As such, applicant is required to provide 
the names of all of the inventors of the invention claimed in the instant application and correct the 
inventorship in the instant application, if necessary. 
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14. In responding to those requirements that require copies of documents, where the document 
is a bound text or a single article over 50 pages, the requirement may be met by providing copies of 
those pages that provide the particular subject matter indicated in the requirement, or where such 
subject matter is not indicated, the subject matter found in applicant's disclosure. 

15. The fee and certification requirements of 37 CFR 1.97 are waived for those documents 
submitted in reply to this requirement. This waiver extends only to those documents within the 
scope of this requirement under 37 CFR 1.105 that are included in the applicant's first complete 
communication responding to this requirement. Any supplemental replies subsequent to the first 
communication responding to this requirement and any information disclosures beyond the scope 
of this requirement under 37 CFR 1.105 are subject to the fee and certification requirements of 37 
CFR 1.97. 

16. The applicant is reminded that the reply to this requirement must be made with candor and 
good faith under 37 CFR 1.56. Where the applicant does not have or cannot readily obtain an item 
of required information, a statement that the item is unknown or cannot be readily obtained may be 
accepted as a complete reply to the requirement for that item. 

17. This requirement is an attachment of the enclosed Office action. A complete reply to the 
enclosed Office action must include a complete reply to this requirement. The time period for reply 
to this requirement coincides with the time period for reply to the enclosed Office action. 

Claim Rejections - 35 USC § 102 

18. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a 
foreign country, before the invention thereof by the applicant for a patent. 

19. Claims 1-79 are rejected under 35 U.S.C. 102(a) as being anticipated by "Windows XP 
Application Compatibility Technologies" by Morehouse et al. (hereinafter "XP"). 

Per claim 1: 

XP discloses: 

receiving a request to launch an application ("When matching information determines that 
the user is about to run an incompatible application. . ." on page 4) 
determining if there is a custom database for said requesting application, wherein said 
custom database includes an operating system provided compatibility fix ("Windows XP 
can. . .invoke a compatibility fix. . on page 4. Further, the database of compatibility fixes 
included with the operating system. . on page 9) 

if there is a custom database for said requested application, adding said compatibility fix in 
said custom database to a list of compatibility fixes for said requested application ("the 
group of fixes being used" on page 11) 

applying said compatibility fixes on said list to said requested application ("apply custom 
compatibility fixes to applications. . on page 13) 
substantially as claimed. 

Per claim 26: 

XP discloses: 

identifying an application to be fixed ("selecting the application from a list of applications 
with known problems. . ." on page 8) 
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selecting an operating system provided compatibility fix ("apply one or more of the 
numerous fixes available. . on page 1 1) 

storing said selected compatibility fix in a custom database for said application ("creating and 
maintaining custom compatibility databases. . .add to or more from your custom database 
any specific fixes. .." on page 11. Further, note Figures 6 and 7) 
substantially as claimed. 

Per claims 13, 34, 42, 47, 50, 55, 58, 61, 64 and 73: 

The rejection of claims 1 and 26 is incorporated, and further, claims 13, 34, 42, 47, 50, 55, 58, 61, 64 
and 73 recite substantially similar limitations from claims 1 and 26 and are therefore rejected under 
the same rationale. 

Per claims 2, 14 and 15: 

XP further discloses a custom database capable of storing a plurality of operating system provided 
compatibility fixes and said plurality of compatibility fixes are added to said list of compatibility fixes 
for said requested application (Note at least Figure 7 and the corresponding discussion.) 

Per claims 3, 16, 59 and 62: 

XP further discloses determining if a central database includes one identifying attribute of an 
incompatible application that matches one identifying attribute of said requested application, and if 
one identifying attribute of said incompatible application matches one identifying attribute of said 
requested application, determining if said central database includes information about a custom 
database for said incompatible application ("These technologies work by virtue of 'matching 
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information' — that is, the application-specific information that enables the operating system to 
identify applications. . on page 2. Further, note the Application Database files on pages 2 and 3, 
and further, '"When matching information determines that the user is about to run an incompatible 
application, Windows XP can. . .invoke a compatibility fix..." on page 4.) 

Per claims 4 and 17: 

XP further discloses an executable name attribute ("include the file name. . ." on page 2) 
Per claims 5, 18, 46, 54, 60 and 63: 

XP further discloses if one identifying attribute of said incompatible application matches one 
identifying attribute of said requested application, and if said central database contains information 
about a custom database for said incompatible application, determining if said custom database for 
said incompatible application contains additional identifying attributes of said incompatible 
application that match additional identifying attributes of said requested application ("These 
technologies work by virtue of 'matching information' — that is, the application-specific information 
that enables the operating system to identify applications. . ." on page 2. Further, note the 
Application Database files on pages 2 and 3, and further, "When matching information determines 
that the user is about to run an incompatible application, Windows XP can. . .invoke a compatibility 
fix..." on page 4.) 

Per claims 6 and 19: 

XP further discloses identifying attributes including a size attribute, a version attribute, and a 
checksum attribute ("its size, a checksum of the file's contents, the file version. . ." on page 2) 
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Pet claims 7, 9, 20 and 22: 

XP further discloses determining if there is an operating system provided compatibility fix for said 
requested application, and if there is an operating system provided compatibility fix, adding said fix 
to said list of compatibility fixes for said requested application (Note at least Figure 7 and the 
corresponding discussion.) 

Per claims 8, 10, 21, 23, 44 and 52: 

XP further discloses determining if a central database includes identifying attributes of an 
incompatible application that match identifying attributes of said requested application, and if so, 
determining if said central database includes information about an operating system provided 
compatibility fix for said incompatible application ("These technologies work by virtue of 'matching 
information' — that is, the application-specific information that enables the operating system to 
identify applications. . ." on page 2. Further, note the Application Database files on pages 2 and 3, 
and further, "When matching information determines that the user is about to run an incompatible 
application, Windows XP can. . .invoke a compatibility fix. . ." on page 4.) 

Per claims 11 and 12: 

The rejection of claims 1-10 are incorporated, and further, claims 11 and 12 recite substantially 
similar limitations from claims 1-10 and are therefore rejected under the same rationale. 



Per claims 24 and 25: 
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The rejection of claims 13-23 are incorporated, and further, claims 24 and 25 recite substantially 
similar limitations from claims 13-23 and are therefore rejected under the same rationale. 

Per claims 27 and 35: 

XP further discloses selecting a plurality of operating system provided compatibility fixes for said 
application and storing said plurality of selected operating system provided compatibility fixes in said 
custom database for said application ("creating and maintaining custom compatibility 
databases. . .add to or remove from your custom database any specific fixes. . on page 11) 

Per claims 28, 36, 43 and 51: 

XP further discloses storing identifying attributes of said application in a central database, and 
storing information about said custom database for said application in said central database (Note 
the Application Database files on pages 2 and 3, and further, "When matching information 
determines that the user is about to run an incompatible application, Windows XP can. . .invoke a 
compatibility fix. . on page 4.) 

Per claims 29, 37, 45 and 53: 

XP further discloses storing additional identifying attributes of said application in said custom 
database for said application ("application-specific information that enables the operating system to 
identify applications and act appropriately. . .Matching information. . .may include the file name, its 
size, a checksum of the file's contents, the file version. . ." on page 2) 



Per claims 30, 38 and 68: 
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XP further discloses generating identifying attributes for files ("application-specific information that 
enables the operating system to identify applications and act appropriately. . .Matching 
information. . .may include the file name, its size, a checksum of the file's contents, the file 
version. .." on page 2) 

Per claims 31, 39, 70 and 72: 

XP further discloses applying said selected operating system provided compatibility fixes and 
running said application in a test mode ("In the final portion of the wizard, you can test the 
compatibility settings you have selected") 

Per claims 32 and 33: 

The rejection of claims 26-31 are incorporated, and further, claims 32 and 33 recite substantially 
similar limitations from claims 26-31 and are therefore rejected under the same rationale. 

Per claims 40 and 41: 

The rejection of claims 34-39 are incorporated, and further, claims 40 and 41 recite substantially 
similar limitations from claims 34-39 and are therefore rejected under the same rationale. 

Per claims 48 and 49: 

The rejection of claims 42-47 are incorporated, and further, claims 48 and 49 recite substantially 
similar limitations from claims 42-47 and are therefore rejected under the same rationale. 



Per claims 56 and 57: 
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The rejection of claims 50-55 are incorporated, and further, claims 56 and 57 recite substantially 
similar limitations from claims 50-55 and are therefore rejected under the same rationale. 

Per claim 65: 

XP further discloses a user interface for use in association with creating said custom database for 
said application, wherein the user interface is displayed to a user and comprises one or more dialog 
boxes for requesting information about said incompatible application from the user (Note Figures 3- 
7 and the corresponding discussion.) 

Per claim 66: 

XP further discloses an option to browse for the path to the executable file for said incompatible 
application and upon selecting of said browse option, further browsing for the path of the 
executable file for said incompatible application that matches said information provided by the user 
(Note Figure 5, Browse option for the application to be fixed.) 

Per claim 67: 

XP further discloses a menu including a list of identifying attributes of said incompatible application, . 
selecting one of said identifying attributes, and identifying said incompatible application using said 
selected identifying attribute (Note Figures 3-7 and the corresponding discussion.) 

Per claims 69 and 71: 

XP further discloses a menu including a list of operating system provided compatibility modes, and 
storing a set of compatibility fixes in said selected compatibility mode in said custom database for 
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said incompatible application (Note Figures 5-7 and the corresponding discussion. Further, "Once 
you have added all the necessary compatibility fixes to your custom database, you can save the 
database. . on page 12.) 

Per claims 74-79: 

XP further discloses launching said application after the step of applying said compatibility fixes on 
said list to said requested application ("This applies the appropriate compatibility mode whenever 
the executable file is run") 

Conclusion 

20. This Office action has an attached requirement for information under 37 CFR 1.105. A 
complete reply to this Office action must include a complete reply to the attached requirement for 
information. The time period for reply to the attached requirement coincides with the time period 
for reply to this Office action. 

21. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner 



should be directed to Trenton J. Roche whose telephone number is (571) 272-3733. The examiner 
can normally be reached on Monday - Friday, 9:00 am - 5:30 pm. 



Kakali Chaki can be reached on (571) 272-3719. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 



Trenton J Roche 
Examiner 
Art Unit 2193 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 21 00 



